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DETAILED ACTION 

Status of the claims: 

Claims 1-40 are pending in the application; claims 1-12 and 26-39 are withdrawn from 
consideration as being directed to a nonelected invention. 

Withdrawn rejections: 

The rejection of claims 13-17, 24-25 and 40 under 35 USC 1 12, second paragraph, made 
of record in a previous Office action, is withdrawn in view of Applicants' amendment to the 
claims. 

Response to Arguments 

1 . Applicant's arguments filed May 1 8, 2007 have been fiiUy considered but they are not 
persuasive. 

2. Applicant argues the following: 

3. I. The instant invention includes neufralized polyacrylic acid while Beihoffer et al (WO 

99/25393) teaches away from neutralized polyacrylic acid because it is susceptible to salt 
poisoning and the goal of Beihoffer is to overcome the issue of salt poisoning (Remarks, p. 
11/14). 

4. II. Nambu et al (US 5,883,158) is directed to a high absorbency SAP and cannot have the 
claimed gel stiffness property as defined in the present apphcation because, "The gel stiffness of 
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the present invention requires low absorbency and high absorbency under a load of 0.9psi." 
(Remarks, p. 12/14, last paragraph.) 

5. With respect to I: This argument is not persuasive because BeihofFer does not teach 
away from polyacrylic acid, BeihofFer expressly teaches including polyacrylic acid. For 

example, at p. 9-10, Summary of the Invention: "The present invention is directed to 
multicomponent SAPs comprising at least one acidic water absorbing resin, such as polyacrylic 
acid..." 

6. BeihofFer expressly teaches the use of polyacrylic acid and modifying or treating the 
polyacrylic acid to partially overcome the salt poisoning effect. See p. 50, Example 1, p. 54-57, 
Examples 8- 12, Example 15. See p. 5, 11. 1-15; p. 21, 1. 4; p. 29, 11. 19-20. 

7. With respect to II: This argument is not persuasive because the prior art teaches that 
absorbency, absorbency under load and the SAP ability to retain fluids and therefore the gels 
stiffness value is, in part, a function of surface treatments such as degree of crosslinking, making 
the gel stiffness and absorbency result-effective parameters and it has been held that discovering 
an optimum value of a result effective variable involves only routine skill in the art. In re 
Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

8. Additionally, the examiner notes that superabsorbent material having the claimed 
property of gel stiffness are available commercially under the designation SXM 9543, a cross- 
linked sodium polyacrylate based (anionic) polymer having a gel stiffness of about 0.93, made 
by Stockhausen, Inc. of Greensboro, N.C., U.S.A. Therefore, the claimed property is known in 
the prior art and does not lend additional patentable weight. 
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Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the dirrci cnccs bciw eenthe subject matter sought to be patented and the prior art are 
such that the subject matter as a \vht)lc \v duIcI have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

Claims 13-25 and 40 are rejected under 35 U.S.C. § 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. § 103(a) as obvious over Beihoflfer et al (WO 99/25393). 

With regard to claims 13 and 21, as seen in Figure 3 A, Beihoffer et al disclose a surface 
treated absorbent material (30) comprising a superabsorbent material (32) comprising a cross- 
linked polymer (p. 12, 11. 20-26) comprising at least about 75 weight percent anionic polymer (p. 
23, 1. 12; p. 29, 11. 10-13; p. 33, 1. 28-32), and a surface treatment (34) applied to the substantially 
the entire outer surface of the superabsorbent material, as recited in claims 21, said surface 
treatment comprising a water soluble non-crosslinked polymer comprising about 50 weight 
percent cationic polymer (p. 10, 11. 2-7; p. 37, 1. 9). 
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With regard to the limitations of a gel stif&iess index of at least 0.8 as tested by test 
methods set forth by Applicant: 

Where applicant claims a composition in terms of a function, property or characteristic 
and the composition of the prior art is the same as that of the claim but the function is not 
explicitly disclosed by the reference, the examiner may make a rejection under both 35 U.S. C. §§ 
102 and 103, expressed as a 102/103 rejection. "There is nothing inconsistent in concurrent 
rejections for obviousness under 35 U.S.C. § 103 and for anticipation under 35 U.S.C. § 102." In 
re Best, 562 F.2d 1252, 1255 n.4, 195 USPQ 430, 433 n.4 (CCPA 1977). This same rationale 
should also apply to product, apparatus, and process claims claimed in terms of function, 
property or characteristic. Therefore, a 35 U.S.C. § 102/103 rejection is appropriate for these 
types of claims as well as for composition claims. 

"[T]he discovery of a previously unappreciated property of a prior art composition, or of 
a scientific explanation for the prior art's functioning, does not render the old composition 
patentably new to the discoverer." Atlas Powder Co. v. Ireco Inc., 190 F.3d 1342, 1347, 5 1 
USPQ2d 1943, 1947 (Fed. Cir. 1999). Thus the claiming of a new use, new fimction or unknown 
property which is inherently present in the prior art does not necessarily make the claim 
patentable. In re Best, supra. 

There is no requirement that a person of ordinary skill in the art would have recognized 
the inherent disclosure at the time of invention, but only that the subject matter is in fact inherent 
in the prior art reference. Schering Corp. v. Geneva Pharm. Inc., 339 F.3d 1373, 1377, 67 
USPQ2d 1664, 1668 (Fed. Cir. 2003). 
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"[T]he PTO can require an applicant to prove that the prior art products do not 
necessarily or inherently possess the characteristics of his [or her] claimed product. Whether the 
rejection is based on inherency' under 35 U.S.C. § 102, on prima facie obviousness' under 35 
U.S.C. § 103, jointly or alternatively, the burden of proof is the same... [footnote omitted]." The 

burden of proof is similar to that required with respect to product-by-process claims. In re 
Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980) (quoting In re Best, supra). 
MPEP§2112. 

Bcihoffer discloses the absorbent material is of the same type and formed in the same 
manner as the instant invention. The instant specification discloses at [0047-8] that it is the 
charges between cations and anions exposed at the surfaces of the particles following discharge 
of body fluids that inhibit inter-particle movement that provides the open voids between particles 
and thus the swelling constraint that results in the gel stiffness and gel permeability parameters 
of the material (see p. 23, 11. 1-4; p. 4, 11. 9-1 1 and p. 9, 11. 25-26). Therefore it is inherent in the 
material that it exhibits a stiffness index of at least 0.8. 

In the alternative, Beihoflfer, at p. 9, 11. 25-26 expresses the desire for a permeable surface 
treated absorbent material having particles spaced sufficiently apart such that they do not contact 
each other after absorbing discharged body fluids and swelling from the absorption, and thereby 
does not deform under the applied stress or pressure of being worn, i.e. stiffness. As seen in 
Figures 7-9, Beihoffer teaches such absorbent material. Therefore it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to form the absorbent 
material of Beihoffer having a stif&iess index of at least 0.8 since it has been held that 
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discovering an optimum value of a result effective variable involves only routine skill in the art. 
In re Boesch and Slaney, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). 

In an alternative interpretation of the invention for anticipation under 35 USC § 102, in 
order for someone to actually determine whether or not a particular product meets the limitations 
of the instantly claimed invention requires subjecting such a product to the claimed test, making 
claim 13 a product-by-process claim. 

Product-by-process claims are not limited to the manipulations of the steps, only the 
structure implied by the steps."[E]ven though product-by-process claims are limited by and 
defined by the process, determination of patentability is based on the product itself The 
patentability of a product does not depend on its method of production. If the product in the 
product-by-process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re Thorpe, 111 
F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985). MPEP § 21 13. 

Regarding the altemative rejection of claim 13 under 35 USC § 103, generally, 
differences in test characteristics will not support the patentability of subject matter encompassed 
by the prior art unless there is evidence indicating such test characteristic is critical. "[W]here the 
general conditions of a claim are disclosed in the prior art, it is not inventive to discover the 
optimum or workable ranges by routine experimentation." In re Alter, 220 F.2d 454, 456, 105 
USPQ 233, 235 (CCPA 1955). 

A particular parameter must first be recognized as a result-effective variable, i.e., a 
variable which achieves a recognized result, before the determination of the optimum or 
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workable ranges of said variable might be characterized as routine experimentation. In re 
Antonie, 559 F.2d 618, 195 USPQ 6 (CCPA 1977). 

Regarding claim 13, the benefits of stiffness and permeability would have been known 
prior to applying a test, making these values result-effective variables. One of ordinary skill in 
the art would have recognized that maintaining open voids between the particles would resuh in 
a gel stiffness index. MPEP § 2144.04. 

When the claimed and prior art products are identical or substantially identical in 
structure or composition, or are produced by identical or substantially identical processes, a 
prima facie case of either anticipation or obviousness has been established. In re Best, 562 F.2d 
1252, 1255, 195 USPQ 430, 433 (CCPA 1977). When the examiner shows a sound basis for 
believing that the products of the applicant and the prior art are the same, the applicant has the 
burden of showing that they are not. In re Spada, 911, F.2d 705, 709, 15 USPQ2d 1655, 1658 
(Fed. Cir. 1990). 

The burden of proof has thus shifted to applicant to come forward with evidence 
establishing that the prior art products do not necessarily or inherently possess the characteristics 
of the claimed product. In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980). 

With regard to claims 14-17, 24-25 and 40, no structure is previously disclosed for the 
material, and therefore the absorbent material of Beihoffer fiilfiUs the claimed limitations. With 
regard to the limitations of gel stiffness, gel permeability, centrifiige retention capacity and a free 
swell gel bed permeability, Beihoffer discloses the absorbent material is of the same type and 
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formed in the same manner as the instant absorbent material. The instant specification discloses 
at [0047-50] that the superabsorbent material is surface treated with a polymer having a charge 
opposite that of the superabsorbent material that provides the above noted parameters. Beihoffer 
discloses the structure and material of the claimed invention, and the ability of the material to 
provide the above noted parameters is inherent in the structure. Beihoffer discloses the claimed 
material and thus fulfills the claimed limitations either expressly or inherently. 

In the alternative, Beihoffer discloses in c. 3, 11. 5-20, the ability of the polymer to have 
gel stiffiiess and permeabilities and retention, and thus discloses a desire for polymers exhibiting 
such properties. Therefore, even though Beihoffer is does not perform the same tests as 
Applicant and therefore does not claim results of those tests, the properties are inherent to the 
material. Therefore it would be obvious to one having ordinary skill in the art at the time the 
invention was made to use a surface treated absorbent material since it has been held to be within 
the general skill of a worker in the art to select a known material on the basis of its suitability for 
the intended use. In re Leshin, 125 USPQ 416. 

With regard to claim 18, Beihoffer discloses the cationic polymer is polyvinyl amine (p. 
10, 1. 3). 

With regard to claim 19, Beihoffer discloses the concentration of the cationic polymer is 
in the range of about 0.05 to about 5 weight percent of the superabsorbent material (p. 49, 11. 25- 
30). 

With regard to claim 22, Beihoffer discloses the surface treatment comprises at least 
about 70 weight percent cationic polymer (p. 34, 1. 31). 
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With regard to claim 23, Beihoffer discloses the surface treatment further comprises in 
the range of about 0.5 to about 5 grams per weight of water per 1 gram weight of superabsorbent 
material (p. 44, 11. 5-11). 

Claims 13-25 and 40 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nambuetal (US 5,883,158). 

With regard to claims 13-25 and 40, Nambu et al disclose the invention substantially as 
claimed except for the surface treatment comprises in the range of about 0.5 to about 5 grams 
weight of water per 1 gram weight of superabsorbent material. Nambu et al teach at c. 5, 11. 24- 
30 that the amount of water is a parameter that effects whether the cross-linked structure is 
formed on the outer surface of the particle or is formed on the inside surface of the particle. 
Therefore the amount of water is a result effective variable in the known process of forming the 
structure of the absorbent material and it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to use the amount of water known in the prior art to 
form the treatment at the desired surface since it has been held that where the general conditions 
of a claim are disclosed in the prior art, discovering optimum or workable ranges of a result 
effective variable involves only routine skill in the art. In re Boesch and Slaney, 205 USPQ 215 
(CCPA 1980). 

Conclusion 

1 1 . THIS ACTION IS MADE FINAL. AppUcant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ginger T. Chapman whose telephone number is (571)272-4934. 
The examiner can normally be reached on Monday through Friday 9:30 a.m. to 6:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Tatyana Zaiukaeva can be reached on (571) 272-1 115. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/Ginger T Chapman/ 
Examiner, Art Unit 3761 

6/19/08 

/Tatyana Zalukaeva/ 

Supervisory Patent Examiner, Art Unit 3761 



